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Status 
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2a)|EI This action is FINAL 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 . 453 o.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) is/are pending in the application. 
4a) Of the above claim(s) 

5) n Claim(s) is/are allowed 
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Application Papers 
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Priority 

1 . Applicant has not complied with one or more conditions for receiving the benefit 
of an earlier filing date under 35 U.S.C. 120 as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application); the disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 1 12. See Transco Products. Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

Claims 1-4, 6.7,10-12,14-17.19,20 claim a coloriess glass. The board decision of 
9-16-2003 in parent application 09/532966 determined that the parent specification did 
not provide support for the terminology "coloriess". The continuing data in the instant 
disclosure must list the instant application as a continuation-in-part. It is noted that the 
specifications must be identical for the instant application to claim continuation status 
(see above), and the parent applications did not include the terminology "coloriess". 

Whether or not the terminology "coloriess" is considered new matter the instant 
application cannot be considered a continuation unless the disclosers are identical. The 
instant disclosure includes the term "coloriess" which is not mentioned in the parent 
application. 

Applicants have submitted a declaration supporting the parent application had 
support for the terminology "coloriess". The declaration reproduces one example, which 
is coloriess. It is however maintained that the terminology "decolorant" in the disclosure 
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encompasses compounds that counteract the effect of iron even If the effect is the 
addition of a color. Both decolorants listed in the instant disclosure are known to have a 
coloring effect. It should also be noted that the example in the declaration fails to 
include the presence of one of the decolorants listed in the disclosure. Applicants have 
not shown by way of tangible evidence that the addition of the listed decolorants still 
results in a colorless glass. In conclusion the instant application may not be considered 
a continuation unless the disclosures are identical which is not the case. 

Specification 

2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification does not provide antecedent basis for the 
term "colorless". Applicants have not addressed this objection. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 5,8 and 9 are35 U.S.C. 102(b) as being clearly antldpated by Netter 
(5,288,668). 

Claim 5 uses "comprising" terminology and fails to set forth colorless. The 
declaration cannot be considered commensurate in scope with claim 5 since the 
example in declaration does not include a decolorant. Furthermore, the instant 
disclosure defines "decolorant" as a compound that hides the coloring effect of iron. 
The manganese oxide of Netter is considered to be within this definition. With respect 
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to claims 8 and 9, "consisting essentially of leaves the claims open to decolorant as 
defined in tlie instant disclosure. The manganese oxide of Netter falls within this 
definition and therefor is not excluded from the instant claims. 

5. Claims 1-21 rejected under 35 U.S.C. 102(b) as being clearly anticipated by GB 
2348197 and Japanese document 2000-290037. 

The instant application is not awarded the filing date of the parent application 
09/532966 therefor these rejections are maintained. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action, in the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Karl E. Group whose telephone number is 571-272- 
1368. The examiner can normally be reached on M-F (6:30-4:00) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained frohi either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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